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I.  How to Create a Brand

• Categories of “Trademarks”
– How strong is your mark?  The stronger the 

mark, the greater the protection

• Inherently Distinctive = Strong
– Fanciful

– Arbitrary

Fanciful Marks
• This is a coined word that is 

invented for the sole purpose of 
serving as a trademark

• Fanciful marks are typically the 
strongest of all marks, thus 
entitled to broader protection

• Examples of Fanciful Marks:
KODAK    CLOROX   EXXON   VIAGRA
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Arbitrary Marks
• Arbitrary Marks are words that are 

in common use but when used 
with the goods, or service, do not 
suggest or describe that good or 
service

• Arbitrary Marks are also 
considered strong

Examples of Arbitrary Marks

• CAMEL (cigarettes)

• APPLE (computers)

• AMAZON (on-line retail)

• YAHOO (web portal)
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Suggestive / Descriptive 
Marks

• This is arguably the broadest category of marks

• Suggestive Marks merely “suggest” a quality, 
characteristic or ingredient of a product or service

• Suggestive Marks are protectable as trademarks

• Descriptive Marks actually “describe” a quality, 
characteristic or ingredient

• Descriptive Marks are not protectable without 
secondary meaning

Suggestive Marks
(protectable)

• Coppertone

• Dial-A-Matress

• Glass Doctor (glass repair)

• L’Eggs

• Hula Hoop

• Roach Motel

Descriptive Marks
(only protectable with 
secondary meaning)

• America’s Best Popcorn

• Brewski

• Chap Stick

• Food World

• Honey Roast

• March Madness

• Raisin Bran

• Twenty Four Hour Fitness
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Summary
• Pick a strong, arbitrary, or fanciful 

mark.  It is easier to remember and 
easier to protect.

• If you pick a descriptive brand, while 
it might immediately convey a trait 
to customers, it is likely competitors 
will want to use the same descriptive 
phrase to convey the same message

II. I Picked a Brand…
What Next?

Searching!
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1. Check for domain name
- kerriganscupcakes.com

2. Run a search on the Google®

search site

3. Run a search on the USPTO web 
site

-or-

4. Call your favorite Husch Blackwell 
attorney and ask for a search

– If it is an important brand that you intend 
to put significant money behind, we can run 
a comprehensive search:
• USPTO Provides a comprehensive 

• Domains look but, it is expensive.

• Periodicals $1,500 – $2,500

• Phone books
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• If cost is a consideration, an 
alternative – Quick Search

• Your favorite Husch Blackwell 
attorney runs a quick search 
through a search service and 
provides a limited availability 
opinion

• Cost is $200 – $800 typically

III.  My mark appears 
available … Now What?

Registration

1. Federal Registration

2. State Law Registrations

3. Common Law Protection
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Federal Registration
Costs:  One class of goods in application is $325.00; each 
additional class is $325.00

Attorney Fees, typically $300-$600, depending on 
complexity

Kerrigan’s Cupcakes™

• To cover just cookies, one class = $325 fee

• To cover cookies + café services, two separate classes = 
$650 fee

• (Plus fees for your favorite Husch Blackwell attorney’s 
really hard work!)

• Federal Registration provides protection for all 50 states

• Valid for 10 years, must be renewed and mark must be 
in use in order to renew

State Registrations
• Costs and fees vary by state; 

typically less than cost of federal 
application

• Only provides protection within 
that state!

• Depending on state, may be 
entitled to remedies in addition to 
federal remedies



12/7/2011

10

Common Law Rights
• You derive rights based on your 

use in commerce

• If Kerrigan’s Cupcakes™ sells 
products in Kansas City, his rights 
are limited to Kansas City

• If Kerrigan’s Cupcakes™ sells 
products throughout Kansas and 
Missouri, he has rights in Kansas 
and Missouri

Common Law Rights
• Keep in mind, if Kerrigan’s estranged 

brother-in-law who lives in Montana 
wants to sell his own Kerrigan’s 
Cupcakes™ in Bozeman, Kerrigan’s 
Cupcakes™ in Kansas City may have 
difficulty preventing this unauthorized 
use

• Common law rights are inexpensive, 
but provide thin protection
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Policing Your Marks

1. Internet

2. Employees in the field

3. Watch Services

1. Internet Searching
• Schedule searches at regular intervals, 

i.e., every 2 weeks, and run a search 
using Google® to see how your brand 
is used

• Some uses may warrant further 
investigation, some you might be fine 
with

• Be consistent and vigilant, particularly 
if your brand is more on the 
descriptive side of the spectrum
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2. Employees in the field
• If you find that your mark is misappropriated 

from time to time, make sure your employees 
know the protocol to identify/report the 
infringement

• Take pictures of the infringing product.  If it 
is a consumer product, take a picture of the 
brand and the manufacturer and/or 
distributor

• Take screen shots for on-line infringement

• The key is to gather enough information so 
that appropriate action can be taken

HUNT’S HEN’S
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3. Watch Service
• A service that “watches” trademark 

filings, either in the U.S. or most any 
other country to flag newly filed 
applications or published applications 
that are similar to your designated 
mark

• Cost is approximately $300 per mark 
for annual watch in the U.S. and $700 
for a worldwide watch

Enforcing My Rights 
in My Mark

1. Who is the infringer?
• Does it appear to be innocent 

infringement?  
• Maybe a simple call or email resolves the 

matter

2.How egregious is the 
infringement?
• Should a cease and desist be sent?

3.Cease and Desist Letters
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Typically two types:
• Soft – “as a trademark owner, I 

have a legal obligation to police 
my mark, I am certain you can 
appreciate that”

• Firm – “your activity constitutes 
infringement; if you do not cease 
and desist from your unauthorized 
use we will consider all legal 
options”

Cease and Desist Results

• In 15 years, and after countless 
cease and desist letters, maybe 5-
8 actual lawsuits filed on behalf of 
clients

• Most often, the matter gets 
resolved between the parties
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IV. Trademark Infringement 
Lawsuits

• Costly

• Unpredictable

• Best if you own a registered mark

• Your most likely remedy may be that 
the other party stops using the 
mark…in other words, there may be 
no money damages awarded

Questions?
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Securing and Protecting 
Rights in Domain Names 

and Securing Ownership of 
Your Website Content

By: Bob Bowman

Securing and Protecting 
Rights in Domain Names
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Registering a Domain Name
• Domain names and Top Level Domains (TLDs) 

governed by ICANN (Internet Corporation for Assigned 
Names and Numbers)

• Examples: “.com,” “.net,” “.gov,” “.org”

• New Developments

– Customized TLDs:  ex. “.huschblackwell”

• Cost:  Estimated at $185,000 for application fee and $25,000 
per year maintenance

– .XXX domain for adult content

• General Registration began December 6, 2011

Ownership of Trademark

• Ownership of trademark does not automatically 
give you rights in a domain name

• Ownership of trademark may allow you to force 
the transfer of a confusing use of a domain 
name similar or identical to your trademark
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Confusing Use of A Domain 
Name

• Use of the identical mark to sell or link to  
competing products

• Use of a confusingly similar domain name to sell 
or link to a competing product

• Use of the identical mark to create the 
appearance that you sponsor or are affiliated 
with the goods and services of that website

Methods to Deter or Stop 
Infringing Uses and Obtain 

Ownership of Confusing 
Domain Name

• Demand Letter

• ICANN Proceeding

– Uniform Domain Name Dispute Resolution 
Policy (UDRP)

• Conventional Civil Action in U.S. Courts
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Demand Letter
• Usually a first step

• Letter to the registered owner of the domain or 
its proxy service

• Assert your rights, the confusing use of the 
domain, and a willingness to go further to assert 
your rights

• Demand to owner that it transfer the ownership 
of the website to you to amicably resolve the 
issue

UDRP Proceeding
• More formal proceeding

– Draft and submit a complaint

– Opposing Party may draft an answer, but is not 
required to

– Either party may submit additional filings to  respond 
or add additional information for an additional fee 
during a defined window

• Complaintant and/or Respondent may select a one or 
three member panel to make a decision based upon the 
arguments and evidence provided. A decision will be 
made on the filing whether or not Respondent files a 
response. No “default” judgment.
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UDRP Proceeding
• Necessary Showings

– The domain name must be identical or confusingly 
similar to the trademark

– Why the infringing party should be considered to have 
no rights or legitimate interests in the domain names

• Registrant uses the site to mislead customers

– Why the domain name should be considered as 
having been registered and used in bad faith

• Registrant intentionally registered the domain name to 
confuse customers and/or offered to sell the domain for an 
amount greater than documented out-of-pocket costs (Trolls 
and Place-holder sites)

UDRP Proceeding
• Common Results of UDRP Proceeding

– Infringer may continue to use the website

– Infringer loses the right to use and ownership 
of the contested domain name

– Forced transfer of the contested domain name 
to trademark owner to prevent others from 
using the domain name in the future

• Less expensive and faster than a traditional civil 
action
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UDRP Proceeding
• Costs for Dispute involving 1-2 Domain Names

• $1,300 for Single Member Panel

• $2,600 for Three Member Panel

• $400 for additional filings to add argument or 
respond to the position of the opposing party

• Costs Increase for Additional Domain Names

• Legal Fees are not included

Civil Action for Trademark 
Infringement

• Trademark owner must show

– Ownership of a valid trademark

– Priority of use

– Infringers use causes a likelihood of confusion

• Common remedies sought and awarded: an 
injunction against further infringing activity, 
transfer ownership of a domain name, other 
equitable remedies.  It is harder to get monetary 
damages.
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© Husch Blackwell LLP

Securing Copyright 
Ownership of Your 

Website

Brief Summary of 
Copyright Rights

The ownership of copyright right entitles the owner 
of a work the exclusive right to

1. Reproduce the copyrighted work in copies
2. Prepare derivative works based upon the copyrighted work
3. Distribute copies of the copyrighted work to the public by 

sale or other transfer of ownership, or by rental, lease, or 
lending

4. In the case of literary . . . and motion pictures and other 
audiovisual works, to perform the copyrighted work publicly

5. In the case of literary . . . pictorial, graphic, or sculptural 
works, including the individual images of a motion picture or 
other audiovisual work, to display the copyrighted work 
publicly

6. In the case of sound recordings, to perform the copyrighted 
work publicly by means of a digital audio transmission
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Why is Copyright Ownership 
Important?

• Absent a written agreement otherwise
– You do not have the legal right to alter the aspects of 

the website if you do not own the copyright rights
• Text and Graphics

– You do not have the legal right to assign the website 
and contents to a subsequent purchaser

– You do not have the right to license use of your website 
to a third party affiliate or licensee

• The content providers are free to make the same 
website with the same content for anyone else, 
including your competitors

Default Copyright Ownership

• The ownership of copyright rights to a 
work lie in its Author unless the work is 
a “work for hire”

• Typical Website Development
– The website content is owned by the Author of 

the written text of the website

– The “Look and Feel” of the website is owned by 
the web designer or template provider

– Pictures or images are owned by the Author
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Work for Hire Explained

• A “work made for hire” is -
– (1) a work prepared by an employee within the 

scope of his or her employment

– (2) a work specially ordered or commissioned for 
use as a contribution to a collective work, as a part 
of a motion picture or other audiovisual work, as a 
translation, as a supplementary work, as a 
compilation, as an instructional text, as a test, as 
answer material for a test, or as an atlas, if the 
parties expressly agree in a written instrument 
signed by them that the work shall be considered a 
work made for hire

Work for Hire Explained

• An Employee within the Scope of his or 
her employment
– Other than marketing personnel, there are 

probably not many employees whose scope of 
employment is to write content for websites

– Have any employees that contribute content to 
your website execute an assignment of any 
and all copyright rights he or she may own in 
such content
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Work for Hire Explained

• Three Requirements for a Work for Hire 
when using a non-employee
– Work must be specially ordered or 

commissioned

– Work must fall within one of the predefined 
categories
• Website design does not fall within one of these 

categories

– The parties must agree in writing that the work 
will be a work for hire

How to Secure Rights in the 
Content of Your Website

• Obtain an assignment from the web 
designer and any other persons who 
contribute content to your website
– Verify that the web designer will assign you the 

copyright in the design prior to performance of the 
design services

– The assignment should use the words “hereby assigns” 
or equivalent (avoid “agrees to assign”)

– If content provider balks at an assignment, a well 
crafted exclusive license can provide substantially the 
same rights as an assignment
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Questions?

Break
Please return in 10 minutes
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Managing Your Software 
Licensing Process

By: Wade Kerrigan

Potential Types of Documents

• Master Software License Agreements
• Maintenance and Support Agreements
• Consulting Services Agreements
• Hardware License Agreements
• Hosting Agreements
• Amendments
• Statements of Work/Work Orders
• Notices regarding products
• Open Source Software Agreements
• Settlement Agreements
• Confidentiality Agreements
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Negotiation Considerations
• Understanding the Business Deal

Discuss the goals of the project with internal 
“clients”
– Know the product
– Know the development roadmap
– Know the contract process
– Know the implementation process
– Know the maintenance and support process
– Know the exit strategy

Agreement “Triage”

Self-Review

Inside Counsel

Outside Counsel, if any

The negotiation process and when 
to introduce counsel (if at all)
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License Provisions
Definition of the “Licensee”

– Affiliates, subcontractors, joint ventures, outsourcers
– Hosted / Remote access

• Term of License (perpetual or distinct term)

• Nonexclusive/exclusive
• Territory
• Revocability
• Transferability (spinouts, affiliates, 

successors)
• Royalties
• Scope of use

License Provisions
• Restrictions of License Grant

– By site
– By named user
– By copies

• Description of the Technology
– Software (source code or object code) 
– Application service provider
– Updates, enhancements, new versions
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Other Significant Clauses
 Representations and Warranties

● Right to license / use
● Performance (consider tying to the documentation or 

specifications set forth in an exhibit)
● Compatibility with other applications/systems (including 

any necessary interfaces)
● Regulatory considerations
● “Viruses”
● Quality of services
● Performance of third party products
● Warranty for development, implementation or 

maintenance services
● Warranty re: Open Source Software (more later)
● Duration / remedies

Other Significant Clauses
• Disclaimers

– Implied Warranties – noninfringement, 
merchantability, fitness for a particular 
purpose

– Claims based on unauthorized modification by 
the customer or use in a non-approved 
operating environment

– Use not in conformance with license grant
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Other Significant Clauses
• Custom Software Development

– Establishing the scope and timing of deliverables
– Fixed fee / hourly rate for development – which party 

takes risk of overages?
• Deliverables / Milestones

– Work with your client to develop specifications and the 
timeline for delivery

– Structure the procedure for the acceptance of the 
deliverables

– Consider tying the payment provisions to certain 
milestones

– Ownership
– Ownership of new developments
– Use of new developments by licensor for other 

customers

Other Significant Clauses
• Acceptance

– Deliverables
– Scope of testing
– Procedures and timeframes to accept/reject/correct
– Correction of issues
– Refunds / Termination

• Maintenance and Support
– Specify the scope
– Availability – normal business hours or 24/7
– Type of staff available
– Escalation levels based on severity
– Pricing
– Commencement of support and payments
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Other Significant Clauses

• Upgrades/Enhancements
– Define the scope of new versions, updates and 

releases
– Free upgrades/enhancements dependent on 

continuation of    maintenance and support?
– Timing of upgrades
– Customer required to implement?
– Are they covered by the warranties?

Other Significant Clauses
• Indemnification

– Used for shifting risk
– Protection of your client

• “General Indemnification”
– Death, bodily injury or tangible property 

damage
– Breach of warranties 

• Intellectual Property Indemnification
– Scope
– Type of intellectual property covered
– Any limits on the territory?
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Other Significant Clauses

• Exceptions to IP Indemnification
– Improper modification or combination by 

customer
– Failure to use updates provided by licensor
– Compliance with customer’s specs
– Improper use of software

Other Significant Clauses
• Limitation of Liability – cap considerations

– No cap
– Total fees paid
– Set amount or multiple of fees paid
– “Last twelve months”
– “Related only to the product at issue”

• Exceptions to the Cap
– IP infringement
– Death or bodily injury
– Breaches of confidentiality

• Insurance Considerations
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Other Significant Clauses
• Limitation of Liability

– Exclusions for special, indirect, punitive and 
consequential damages

– Consider limits to this exclusion

• Breach and Termination
– “Material” breach
– Cure period
– Settlement of disputes regarding payment
– Any termination for convenience?

Other Significant Clauses
• Remedies - Licensee

– Termination
– Specific performance
– Cover
– Service credits
– Attorneys’ fees
– Transition assistance

• Remedies - Licensor
– Termination
– Attorneys’ fees
– Injunctions
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Other Significant Clauses

• Governing law; forum; consent to 
jurisdiction

• Alternative Dispute Resolution
– Arbitration
– Mediation
– Consider escalation procedures for disputes
– Regulatory issues

Questions?
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© Husch Blackwell LLP

The New Patent Act 
(America Invents Act) 
& Major Changes in the 

Law 

By: Bill Kircher, Kris Kappel

& Nathan Oleen

Patent Reform Act

• Change from First-to-Invent System to 
First-to-File System

• New Prior Art Rules

• Prior Use Rights

• New Administrative Review Processes

• New Litigation Rules

• Change from First-to-Invent System to First-to-File System
• New Prior Art Rules
• Prior Use Rights
• New Administrative Review Processes
• New Litigation Rules
• USPTO Funding
• Prioritized Examination
• Virtual Marking
• Effective Dates
• New Case Law
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First-to-File vs. First-to-Invent 
Scenario

• Senior inventor who conceived of an 
invention first, but did not immediately file 
an application

vs.

• Junior inventor who made the first patent 
filing for the invention, but who conceived 
of the invention after the senior inventor

The Old System: 
First-to-Invent

• The Senior inventor wins

• An applicant may “swear behind” the 
filing date of another application in 
order to show superior rights in that 
invention
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The New System:
First-to-File

• The Junior inventor wins

• The inventor who files the first patent 
application is the owner of the invention, 
regardless of who conceived of the idea 
first

First-to-File Benefits

• Designed to simplify the process by using 
a bright-line date

– Easier for prior art novelty/obviousness 
purposes

– Prevents third parties from claiming earlier 
conception
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First-to-File Problems

• Likely to benefit larger companies with 
sufficient funds to quickly file 
applications
– May hurt smaller inventors without the resources 

to quickly file applications

• Potentially sacrifices accuracy and 
fairness for simplicity and cost savings

• Exceptions still introduce some 
uncertainty

Prior Art – The New System
• Anything worldwide which, before the 

filing date of the application, was:
– patented

– published

– used publicly

– on sale

– otherwise available to the public

– disclosed in an application filed prior to the filing date 
of the application
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Derivation Proceeding

• Used to determine whether third party 
stole the invention from “original 
inventor,” or independently conceived

• Likely difficult to prove such derivation

Prior Use Rights

• A senior user may continue to use an 
invention even after a junior user obtains 
patent protection for the same invention
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Prior Use Rights – Limitations

• Rights are limited to the exact invention 
which was previously practiced, and likely 
does not include modifications

• Must be able to produce documentation to 
prove prior use of the invention

Preissuance Submissions

• Third Parties may submit prior art to 
the Examiner during prosecution

• Limited time for making submissions
– The later of:

• 6 months after publication of the application; or

• the first Office Action
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Ex Parte Reexamination

• Unchanged
– Same standard

– Still only patents or publications may be submitted

New Supplemental Examination

• Very similar to Ex Parte Reexamination
– Except that patent owner submit new art or 

information of any kind

• Allows patent owners to preemptively
cure issues of “inequitable conduct”
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New Post Grant Review

• Third parties may challenge patents 
based on substantially any ground 
– Indefiniteness

– Unpatentable subject matter

– Novelty/nonobviousness based on physical 
devices

• Must be filed within nine months of a 
patent’s grant, and must take less than 
18 months to complete

New Inter Partes Review

• Inter Partes Review replaces Inter 
Partes Reexamination

• May be filed any time after:
– nine months have passed since grant of patent or 

– once any Post Grant Review is completed, 
whichever is later

• Only Patents and Printed Publications 
are considered
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New Inter Partes Review

• New standard: “Reasonable likelihood 
petitioner will prevail with respect to at 
least 1 claim”

• Limited discovery is available
• Estoppel provisions apply to arguments 

which were raised or which could have 
been raised

• Restrictions on filing for Inter Partes
Review during litigation

Joinder Changes
• Joinder of multiple defendants is 

permitted only if:
– relief is requested jointly, severally or with respect 

to or arising out of the same transaction, etc.; and

– questions of fact common to all of the accused 
infringers will arise in the action

• Effective now

• Will curtail large lawsuits in patent-
friendly jurisdictions (e.g., E.D. Texas)
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USPTO Funding

• Possibility of fee diversion still exists

• Reserve fund within U.S. Treasury

• Goals
– Increase number of examiners

– Decrease backlog

– Improve efficiency of prosecution

– Open satellite offices

Current Statistics

uspto.gov/dashboards/patents/main.dashxml
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Historical Statistics

USPTO PPAC Patent Operation Update Presentation, June 18, 2009

Satellite Offices

• USPTO required to open at least 3 
satellite offices by 2014
– Starting with Detroit

– Others options may include Silicon Valley, 
Denver, Minneapolis, Austin and/or Seattle
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Prioritized Examination

• Clients should be aware of the option

• $4,800/$2,400

• Exception for petitions based on age, 
petitions to make special probably 
cannot be made as cheaply

• Less prosecution history, fewer 
representations to make than almost 
all types of petitions to make special

Virtual Marking

• Exhaustive listing of patent numbers no 
longer required on the product

• Products may now be marked with the 
word “Patent” or the abbreviation “Pat.” 
followed by a web address which 
contains a listing of patents applicable 
to the product
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Tax Strategies

• Expressly listed as unpatentable

Effective Dates

• September 16, 2011
– Prior use rights

– New Inter Partes Standard

– Virtual Marking

– False Marking

– Jurisdiction & Joinder

• October 1, 2011
– Funding
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Effective Dates

• September 16, 2012
– Inter Partes Review

– Post Grant Review

– Supplemental Examination

– Patent Trial and Appeal Board

• March 16, 2013 
– First-to-Invent

Additional Decisions of Note 
(Non-AIA)

• Changes to inequitable conduct 
standard
– Therasense Inc. v. Becton, Dickinson and Co.

• Patent invalidity standard is “clear and 
convincing”
– Microsoft Corporation v. i4i Limited Partnership, et 

al.
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Questions?


